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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE Ql MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely Tiled 
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Detailed Office Action 



1. This action is in response to the application 10/038,126 filed. January 2, 2002 

2. Claims 1-25 have been examined. 



3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 



A person shall be entitled to a patent unless - 



(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 



Claim Rejections - 35 USC §102 



basis for the rejections under this section made in this Office action: 



4. Claims 1, 8-25 are rejected under 35 U.S.C. 102(e) as being anticipated by Shaw et al. 
(USPN 6,199,106)- Date of Patent: March 6, 2001, herein referred to as "Shaw"). 
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5. As to claim 1, Shaw teaches the invention as claimed, including a system for delivering 
email-based advertising to discrete users, comprising: (a) a first computer connected to a 
computer network, the first computer configured to transmit an email message (computer 
101 of fig.l); (b) a second computer connected to the computer network, the second 
computer configured to receive the email message from the first computer, the second 
computer responsive to the email message, at least one of the first and second computers 
being configured to transmit identification data and optionally one or more email client 
objects (external parties, col.9, lines 35-51); and (c) at least one server in the computer 
network, the server configured to receive the identification data and optionally one or 
more of the email client objects, the server being responsive to the identification data and 
optionally one or more of the email client objects, by selecting an advertisement, the 
server configured to transmit the advertisement to the first or second computer, so that 
the second computer may display the advertisement in a text window of the email 
message (see col. 12, lines 43-60, coll 3, lines 1 1-28) . 

6. As to claim 8, Shaw teaches the invention as claimed, wherein the identification data and 
optionally one or more of the email client objects is transmitted to the server by the 
second computer (Fig.l). 

7. As to claim 9, Shaw teaches the invention as claimed, wherein the server is a banner 
server, the banner server is programmed to select an appropriate advertisement as a 
function of the identification data and optionally one or more of the email client objects 
(fig.8). 
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8. As to claim 10, Shaw teaches the invention as claimed, wherein the banner server is 
comprised of at least the following: (a) a web server; (b) an application server; and (c) a 
database backend (application server 1 04 of fig. 1 ) 

9. As to claim 11, Shaw teaches the invention as claimed, wherein the server is configured 
to provide an advertisement and optionally an active link associated with the 
advertisement, to be transmitted to the second computer (see col. 19, lines 9-39). 

10. As to claim 12, Shaw teaches the invention as claimed, wherein the first computer and 
the second computer is configured to utilize instant messaging software or wireless 
communication software to communicate email messages to and from each other (see 
col.6, lines 15-40). 

1 1. As to claim 13, Shaw teaches the invention as claimed, including a method of delivering 
email-based advertising between a first computer and a second computer on a network, 
the method comprising the steps of: (a) transmitting (by either the first computer or the 
second computer) identification data and optionally one or more email client objects to a 
server on the network (Fig.4 communication connect between client and server, fig.8) 
(see col.4, lines 40-52, and col.9, lines 35-51); (b) receiving in the server, the 
identification data and optionally one or more of the email client objects (Fig. 12); (c) 
selecting an advertisement by means of the server (selecting advertisements 108 of fig.6); 
(d) transmitting the advertisement to the second computer (recipient email with ads of 
fig. 12); and (e) embedding the advertisement in a text window of an email message, to be 
displayed on a screen of the second computer (message sent with ads of fig. 12). 
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12. As to claim 14, Shaw teaches the invention as claimed, wherein the email message is sent 
from the first computer to the second computer and the identification data, and optionally 
one or more email client objects is sent from the second computer to the server (see 
fig.8). 

13. As to claim 15, Shaw teaches the invention as claimed, wherein the server selects an 
advertisement, based on the identification data and optionally one or more of the email 
client objects, and sends an advertisement to the second computer, wherein the second 
computer then attaches the advertisement to the email message so that the advertisement 
appears in the text window of the email message (see fig. 12). 

14. As to claim 16, Shaw teaches the invention as claimed, wherein the identification data is 
an affiliate I.D. number and the optional email client objects include at least a subject line 
(Subject 1204 of fig. 1204). 

15. As to claim 17, Shaw teaches the invention as claimed, wherein the server counts the 
number of times a particular ad is pulled and sent for attachment to an email message 
(time of fig. 10). 

16. As to claim 18, Shaw teaches the invention as claimed, wherein the server utilizes 
counting software to limit the number of times a particular recipient of an email message 
sees the same ad (status 1002 of fig. 10). 

17. As to claim 19, Shaw teaches the invention as claimed, wherein the server credits a 
partner, with reference to the identification data, for each time an advertisement is viewed 
by a unique recipient (recipient 1202 of fig. 12). 
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18. As to claim 20, Shaw teaches the invention as claimed, wherein the server instructs 
billing software to generate a payment, either in the form of electronic payment or printed 
check, to a partner based on the number of advertisements placed by the server in 
connection with that partner's identification data (see fig. 12). 

19. As to claim 21, Shaw teaches the invention as claimed, wherein the server works in 
conjunction with billing software to generate bills for advertisers whose advertisements 
are placed by the server, based on the number of times the advertisements are sent from 
the server for attachment to an email message (text message with ads shown in fig. 12).. 

20. As to claim 22, Shaw teaches the invention as claimed, wherein, in addition to the 
advertisement, the server sends an active link (URL) to enable a recipient to click on the 
advertisement and access the advertiser's website (URL 800 of fig. 12). 

21. As to claim 23, Shaw teaches the invention as claimed, wherein the advertisement is one 
of text and graphics (text 1205, graphic 801 of fig. 12). 

22. As to claim 24, Shaw teaches the invention as claimed, wherein the advertisement 
includes an active link associated therewith (link 800 of fig. 12). 

23. As to claim 25, Shaw teaches the invention as claimed, including an email message 
interface comprised of a "from" field (from 815 of fig.8) a "To" field (to 1202 of fig. 12), 
a "Subject" field (subject 1204 of fig. 12), and an email message text window (message 
text window 1205 of fig. 12), wherein a Person-to-Person message and an advertising 
banner are displayed within the email message text window (banner 800 of fig. 12), 
further wherein the advertising banner has an active link associated therewith (link 800 of 
fig.12). 
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Claim Rejections - 35 USC §103 



24. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



25. Claims 2-7are rejected under 35 U.S.C. 103(a) as being unpatentable over Shaw et al., 
(hereinafter Shaw) U.S. Patent No. 6,199,106 in view of Franco et al., (hereinafter 
France) U.S. Patent No. 6,687,746. 

26. As to claim 2, Shaw does not explicitly teach a mail client configured to embed HTML 
code into the email message. However, Franco discloses a mail client configured to 
embed HTML code into the email message (see col. 10, lines 17-40). It would have been 
obvious to one of ordinary skill in the art at the time of the invention was made to 
implement the teachings of Franco into the computer system of Shaw to have a mail 
client configured to embed HTML code into the email message because it would have an 
efficient system that can provide specific functions to format and layout the information 
in a Web page. 

27. As to claim 3, Shaw teaches the invention as claimed, wherein the email message is 
comprised of the HTML code, the HTML code comprised of the identification data and 
optionally one or more of the email client objects (fig.l). 
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28. As to claim 4, Shaw teaches the invention as claimed, wherein the affiliate I.D. number 
identifies a partner, the partner being a user of the first computer system (member profile 
offig.7). 

29. As to claim 5, Shaw teaches the invention as claimed, wherein the email client objects 
comprise at least one of the following: (a) a recipient's email address; (b) a subject line; 
(c) a time of the day; (d) an IP address; and (e) a profile of the partner (a recipient's email 
address of fig. 12). 

30. As to claim 6, Shaw does not explicitly teach a second email client comprised of an 
HTML interpreter, the HTML interpreter configured to interpret the HTML code. 
However, Franco discloses a mail client configured to embed HTML code into the email 
message (see col. 10, lines 17-40). It would have been obvious to one of ordinary skill in 
the art at the time of the invention was made to implement the teachings of Franco into 
the computer system of Shaw to have a mail client configured to embed HTML code into 
the email message because it would have an efficient system that can provide specific 
functions to format and layout the information in a Web page. 

3 1 .As to claim 7, Shaw does not explicitly teach an identification data and optionally one or 
more of the email client objects are read from the HTML code. However Franco disclose 
HTML code (see col. 10, lines 17-40). It would have been obvious to one of ordinary skill 
in the art at the time of the invention was made to implement the teachings of Franco into 
the computer system of Shaw to have a mail client configured to embed HTML code into 
the email message because it would have an efficient system that can provide specific 
functions to format and layout the information in a Web page. 
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Conclusion 



32. Any inquiries concerning this communication or earlier communications from 
the examiner should be directed to Tammy T. Nguyen who may be reached via telephone at 
(571) 272-3929. The examiner can normally be reached Monday through Friday between 8:00 
a.m. and 5:00 p.m. eastern standard time. 

If you need to send the Examiner, a facsimile transmission regarding this 
instant application, please send it to (703) 872-9306. If attempts to reach the examiner by 
telephone are unsuccessful, the Examiner's Supervisor, Bill Cuchlinski, may be reached at (571) 
272-3925. 



TTN 

February 4, 2005 




WILLIAM A. CUCHLINSKI, JR, 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER2$00 




